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Commissioners, 

It is clear that the challenge of striking the right balance between innovation and the extent 

of legal protection for scientific inventions is a difficult one, given the many stakeholders and 

variety of fields protected. However, the current regime involves such complexity and 

uncertainty that it even if the actual law appears to strike the right balance, it falls in favour 

of protectionism and commercial interests. This is because, as our team of undergraduate 

researchers at the University of New South Wales experienced themselves, many research 

groups have neither the time nor expertise to adequately resolve these disputes on their own 

any longer, and default to a more conservative position. 

However, we are writing to you regarding one particular facet of this issue – the availability 

and accessibility of patented biotechnology for use in research. One element of this issue is 

clear, thanks to D’Arcy v Myriad Genetics Inc, that DNA and its derivatives are not 

patentable, and are free for use by all researchers.1 However, questions arise when more 

complex biological structures and organisms get involved. Our particular team had much 

trouble with a protein-protein interaction mechanism called a Spy Tag/Catcher. Essentially, 

this is a ‘catcher’ protein expressed on another protein, which can then bond with a matching 

peptide tag on another protein or biological construct – that is subject to US patent. Our 

team has been creating a protein scaffold to increase the rate of product formation in multi-

step enzymatic pathways, and one of the most important components of our scaffold is the 

modularity it has from two Tag/Catcher systems, Spy and Snoop.  

As a result, our team were anxious to reassure themselves that their use of this system was 

legal, and did not infringe on another’s rights. This process was not quick, and it took many 

hours of legal research from team members, as we did not have easy access to an intellectual 

property specialist for such a query. Upon finding the relevant law to apply, there was also 

ambiguity inherent in the provisions which would exempt our team from the patent under 

the s 119C ‘acts for experimental purposes’ exception.2 We were unsure (and still have 

questions over) whether our use of the Spy Tag/Catcher technology would fall into the s 

119C(2)(c) exception for “improving or modifying the invention” when we were merely using 

it as a part in our larger biological machine. However, these questions were resolved after 

consideration of the TRIPS and AUSFTA obligations, as these meant that the US patents did 

not apply extrajudicially to Australia.  

We therefore have written to you to request changes be made to address this issue, and have 

outlined three possible courses of action which could be pursued. 

The first possible course of action is to maintain the status quo. The complexity of intellectual 

property patenting law will continue, and research groups like ours will either continue to 

waste time working out the specific consequences and implications arising from different 

protection mechanisms, money will be wasted hiring lawyers, or scientists will steer away 

                                                           
1 D’Arcy v Myriad Genetics (2015) 258 CLR 334 [20]. 
2 Patents Act 1990 s 119C. 



from exciting new techniques and areas to preference safe, non-patented ones (thereby 

affecting innovation). 

The second option is the rewriting of the legislation to specifically exclude patents from being 

enforceable against research ‘in the public interest’ conducted at specific institutions, with 

the grant of such an exemption being part of (or annexed to) any relevant grant application 

for government funding. Given the stringent criteria for awarding government money to 

research at the moment, it is arguable that any awarded money is going to research which the 

government thinks is truly worthwhile and in the public interest – and therefore could justify 

the exception. Such legislation would not extend to the use of such technology commercially 

until the expiry of the initial patents. A clear, blanket exception would do a lot for a 

community of non-lawyers who must currently contend with justifiably complex laws every 

day, whilst retaining the flexibility and commercial protection needed to encourage 

innovation in other areas (and discourage ‘piggybacking’).  

The third possibility is to limit patents to protecting their subject matter only to the extent 

necessary to realise and exploit the invention for the particular purpose or industrial 

application. Such criteria is already used in France with respect to patenting genetic 

information (Article L6.11-18 of the French Intellectual Property Code). By requiring patent 

applicants to state their purpose or application at the top of their application (and at the top 

of any grant of patent), it would make it much more straightforward for researchers to 

identify whether their innovative or new usage of a biological construct was impinging on 

someone else’s rights. It would also forestall the common issues that arise in science when 

compounds can have more than one function, and those functions are incredibly different. 

This is because scientists would be allowed to research those other functions, and individuals 

who discovered the new function could capitalise on their discovery and patent that 

alternative use of the molecule, which is currently difficult to do in Australia.3 Hopefully, it 

would ensure that all potential uses of different compounds could be exploited to their 

maximum potential. 

We hope that you consider these suggestions in good faith, 

Kind regards, 

Megan Jones, on behalf of the University of New South Wales International Genetically 

Engineered Machine Competition Team. 
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